REMARKS 

Claims 13, 15-17, 23-25, 29, 35, 36, 38, 48, 52 and 53 have been canceled herein. Such 
cancellation is without prejudice on the merits to further prosecution of these claims in one or 
more continuing applications. 

Claims 1, 34, 44 and 45 have been amended. Claims 1 and 34 have been amended to 
recite that the sensor is dimensioned and configured to detect the x-axis, the y-axis, and the z- 
axis. Support for the amendment is found in the specification at page 7, lines 23 - 25, page 8, 
lines 1 6 - 18, page 20, lines 1 1 - 20 and Figures 1 , 4 and 7. Claim 34 has been further amended 
in recite the subject miatter of now-canceled claim 53. Claim 44 was amended to incorporate the 
subject matter of claim 34. Claim 45 was amended to incorporate the subject matter of claim 34. 
Claims 44 and 45 are now independent claims. 

Claims 1-12, 14, 18-22, 26-28, 30-34, 37, 39-47, 49-51, and 54-66 remain in the 
application. 

Claims 19-22, 26-28, 30-33 and 56-66 currently stand withdrawn pursuant to the earlier 
restriction requirement, now made final. Withdrawn independent Claims 19 and 56 have been 
amended to incorporate the same subject matter incorporated into Claim 1. 

Therefore Claims 1-12, 14, 18, 34, 37, 39-47, 49-51, and 54-55 are now active in the 
application. Favorable reconsideration is respectfully requested. 

Prior Objections and Rejections: 

Applicants confirm with thanks that the objections to the Drawings have now been 
overcome. Applicants further confirm that the objections to Claims 34 and 47 have been 
overcome. Applicants further confirm that the rejection of claims 10, 13, 14, 47-49, 54, and 55 
under 35 USC §112, first paragraph and that the rejection of Claims 1, 1 5-18, and 34-36 under 35 
use §112, second paragraph have been overcome. 

Allowable Claims: 

Applicants further note that claims 44, 45, and 53 were not subject to any rejections and 
are now presumed to contain allowable subject matter. In view of the fact that claim 34 has now 
been amended to incorporate tlie subject matter of now-canceled claim 53, claim 34 should now 
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be in allowable condition. In view of the fact that both claims 44 and 45 have been amended to 
incorporate the subject of independent claim 34, thereby making claims 44 and 45 independent, 
claims 44 and 45 should now be in allowable condition. Notification of the same is respectfully 
requested. 

Rejection of Claims 1-5, 8, 9 and 18 under 35 USC §102(b) Over Durham, U.S. Pat 
6,162,228: 

Claims 1-5, 8, 9, and 1 8 have been rejected as lacking novelty in view of Durham. Claim 
1 has now been amended to recite that the sensor is "dimensioned and configured to detect the x-, 
y-, and z-axis positions" of the magnet. Thus, claim 1, as amended, requires a sensor "for 
sensing the three-dimensional orientation of the magnet." In view of this, applicants respectfully 
submit that this rejection is improper because Durham neither describes nor suggests a device 
that enables the orientation of the screw opening in three-dimensional space to be determined. 
Referring to Figure 4 of Durham, the device will relay the horizontal position (x-axis) of the 
screw hole, but not the vertical position (z-axis) of the screw hole. The version shown in Fig. 5 
of Durham will relay the x-axis and >'-axis positions, but not the z-axis. Applicants also refer the 
Examiner to the specification at page 6, line 23 to page 7, line 6. Durham is described in the 
Prior Art section. As stated therein, Durham does not have ''the ability to discriminate the 
orientation of the screw opening in three-dimensional space," 

Applicants therefore respectfully submit that the rejections to claim 1 are now overcome 
by the amendment to claim 1 and Applicants' arguments. Because claims 2 - 5, 8, 9, and 18 all 
depend from claim 1, the claims should also be in allowable condition. Notification of the same 
is respectfully requested. 

Rejection of Claim 6 under 35 USC §103(a) Over the '228 Patent to Durham: 

Claim 6 is a dependent claim from claim 1. In view of Applicants' remarks above with 
respect to claim 1 and Applicants* position that claim 1 is now in allowable condition, it is 
respectfully submitted that claim 6 is also in allowable condition. Notification of the same is 
respectfully requested. 
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Rejection of Claim 7 under 35 USC §103(a) Over the '228 Patent to Durham in view of 
Durham (U.S. Pat. 5,049,151): 

Claim 7 is a dependent claim from claim- 1 . In view of Applicants* remarks above with 
respect to claim 1 and Applicants' position that claim 1 is now in allowable condition, it is 
respectfully submitted that claim 7 is also in allowable condition. Notification of the same is 
respectfully requested. 

Rejection of Claims 10 and 14 under 35 USC §103(a) Over the '228 Patent to Durham in 
view of Mollis (U.S. Pat. 6,081,741): 

Claims 10 and 14 depend directly or indirectly from claim 1. In view of Applicants' 
remarks above with respect to claims 10 and 14 and Applicants' position that claims 10 and 14 
are now in allowable condition, it is respectfully submitted that claims 10 and 14 are also in 
allowable condition. Notification of the same is respectfully requested. Further, Applicant 
submits that combining Durham with Hollis still does not yield the claimed invention because 
the currently claimed invention recites a sensor for sensing the three-dimensional orientation of a 
magnet wherein the sensors dimensioned and configured to detect the x-axis, the y-axis, and the 
z-axis of a three-dimensional orientation. While Hollis describes a device for guiding a surgical 
instrument, it neither describes nor suggests a device including a magnet for activating the 
sensor. Rather, Hollis is directed to a device which focuses on an infrared emitter element, 
which is a light-emitting diode. This is not recited in the claims of the present invention. 

Rejection of Claims 11, 12, 34, 37, 39-43, 47, 50 and 51 under 35 USC §103(a) Over the *228 
Patent to Durham in view of Admission: 

Claims 1 1 and 12 depend directly or indirectly from claim 1. Applicants' comments with 
respect to claims 10 and 14 apply equally here. Accordingly, notification that claims 1 1 and 12 
are in allowable condition is respectfully requested. 

Claim 34 recites a targeting device with the amendments as recited in claim 1 . In 
addition, claim 34 recites the subject matter of now-cancelled claim 53. Because claim 53 was 
not subject to a prior art rejection, Applicants therefore submit that this subject matter is 
allowable. Accordingly, claim 34 is in allowable condition. In addition, claim 34 now recites 
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that the sensor is "dimensioned and configured to detect the x-axis, y-axis, and z-axis positions" 
of the magnet. As stated above, the '228 patent neither discloses nor suggests this recitation. 
Further, there has been no admission by Applicants that this concept is considered prior art. In 
view of this, Applicants respectfully submit that the subject matter of claim 34 is now in 
allowable condition. Notification of the same is respectfully requested. 

Claims 37, 39-43, 50, and 51 all depend directly or indirectly from claim 34. Because 
claim 34 is now believed to be in allowable condition. Applicants submit that the dependent 
claims are now equally allowable. Notification of the same is respectfully requested. 

Rejection of Claim 46 under 35 USC §103(a) Over the '228 Patent to Durham in view of 
Admission and further in view of the '151 Patent to Durham: 

Claim 46 depends from claim 34. Referring to the prior section, Applicants submit that 
claim 34 is in allowable condition. Accordingly, Applicants submit that claim 46 is now in 
allowable condition in view of its dependency upon an allowable claim. 

Rejection of Claims 49-54 and 55 under 35 USC §1 03(a) Over the '228 Patent to Durham in 
view of Admission and further in view of the '741 Patent to Hollis: 

Claims 49, 54, and 55 depend directly or indirectly from claim 34. Referring to the prior 
section. Applicants submit that claim 34 is in allowable condition. Accordingly, Applicants 
submit that claims 49, 54, and 55 are now in allowable condition in view of their dependency 
upon an allowable claim. Further, Applicant refers the Examiner to Applicant's prior arguments 
overcoming the rejection of claims 10 and 14 over the '228 patent to Durham in view of Hollis. 
These arguments are equally applicable here, 

Rejoinder of Method Claims to Composition Claims 

Method Claims 19 - 22, 26 - 28, 30 - 33, and 56 - 66 were previously withdrawn in 
response to a restriction requirement. Claims 19 and 56 have been amended to include all the 
limitations of composition claim 1 and are commensurate in scope. Applicants request rejoinder 
of method claims upon allowance of the composition claims. See In re Ochiai, 37 USPQ2d 
1 127, and In re Brouwer, 37 USPQ2d 1663. 
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CONCLUSION 



In view of Applicants* amendments and Applicants' arguments submitted herein, il is 
believed that the above-referenced claims are now in condition for allowance. Notification of the 
same is respectfully requested. In addition, Applicants respectfully request the Examiner to 
withdraw his prior restriction requirement. If the Examiner has any questions at all with respect 
to Applicants' response, the Examiner is encouraged to contact the undersigned attorney. The 
undersigned attorney welcomes any attempt by the Examiner to come to a resolution of any yet 
outstanding issues. 




Telephone: (608) 255-8891 
Facsimile: (608) 252-9243 
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